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The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 



, MONTH(S) FROM 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE three 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136 (a). In no event, however, may a reply be timely filed 

after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will 

be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this 

communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 

earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 ) □ Responsive to communication(s) filed on 

2a) □ This action is FINAL 2b) B This action is non-final. 

3) □ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Qu$$Q35 CD. 11; 453 O.G. 213. 



Disposition of Claims 

4)53 Claim(s) 1 and 69-96 



is/are pending in the applica 



4a) Of the above, claim(s) . 
5)D Claim(s) 



6) B3 Claim(s) land 69-96 

7) D Claim(s) 

8) D Claims 



. is/are withdrawn from considers 

is/are allowed. 

is/are rejected. 

is/are objected to. 



are subject to restriction and/or election requirem 



Application Papers 

9) □ The specification is objected to by the Examiner. 

10)D The drawing(s) filed on 



is/are objected to by the Examiner. 
is: aP approved b)Ddisapproved. 



11 ) □ The proposed drawing correction filed on 

12) □ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

13) D Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 
a)D All b) □ Some* c) DMoneof: 

1. □ Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. . 



3. □ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
*See the attached detailed Office action for a list of the certified copies not received. 

14)D Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 
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Serial No. 09/488,442 -2- 
Art Unit 1656 

1 . Claims 1 and 69-96 are rejected under 35 U.S.C. § 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

A. Claim 1 indefinite in the recitations "apparent direct interaction" and a perceived 
absence." It is unclear whether the words "apparent" and "perceived" affect the scope of these 
claims. The words can be ignored and the claims appear to have the same meaning. The words, 
however, are not meaningless. The words add a subjective rather than an objective perspective to 
the claimed characteristics. It is unclear whether this subjective perspective broadens or narrows 
the claimed scope of protection. 

B. Claims 69-96 are indefinite in view of the open language "said RRF has an amino acid 
sequence comprising a sequence." The open term "comprising" can allows for the addition of an 
unlimited amount of flanking sequence, even in great amounts. It is unclear whether the claims 
are meant to read on the original proteins or protein complexes. If not, it is unclear how much 
flanking amino acid sequence is intended. 

C. Base claim 69, and by reference all of the dependent claims, recite "comprising a 
sequence of contiguous amino acid residues . . . present in both SEQ ID NO:2 and SEQ ID NO:4 
. . . wherein the sequence of contiguous amino acids residues contains four or more consecutive 
amino acids. It is unclear whether contiguous and consecutive are referring to the same thing. If 
so, the same word should be used. 



The following is a quotation of the first paragraph of 35 U.S.C. § 1 12: 
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The specification shall contain a written description of the invention, and of the manner 
and process of making and using it, in such full, clear, concise, and exact terms as to 
enable any person skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and use the same and shall set forth the best mode contemplated by 
the inventor of carrying out his invention. 

Claims 1 and 69-96 are rejected under 35 U.S.C. 1 12, first paragraph, as containing 
subject matter which was not disclosed in the specification in such a way as to enable one skilled 
in the art to which it pertains, or with which it is most nearly connected, to use the invention. 

Claims 1 and 69-96 are broadly drawn to DNA encoding a receptor recognition factor 
protein. Base claim 69 is drawn to DNA encoding contiguous sequences "present in both SEQ 
ID NO:2 and SEQ ID NO:4. 

The specification discloses that the ISGF-3 protein complex, from which the claimed sub- 
sequences are derived, has the following properties: activated after IFNoc treatment, binds DNA 
regulatory elements, and complex of four proteins. Other than the basic scientific research, the 
specification contains no guidance as to how these characteristics are put to practical use. 

In particular, even if this ISGF activity is correlated with a disease, there is no guidance as 
to how one could treat the disease without causing harmful side effects. Specifically, the ordinary 
artisan would not believe that a gene inhibition would lead to a disease treatment without 
guidance as to how one could inhibit the gene activity is diseased cells without also harming the 
same activity in normal cells. 

In view of the scope of the claims, lack of guidance and unpredictability of the field, it 
would require undue experimentation to enable a reasonable number of embodiments within these 
claims. 
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3. Papers relating to this application may be submitted to Technology Center 1600 by 
facsimile transmission. The faxing of such papers must conform with the notice published in the 
Official Gazette, 1096 OG 30 (November 15, 1989). The Technology Center 1600 Fax numbers 
are (703) 305-3014 and 308-4242. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Scott Houtteman whose telephone number is (703) 308-3885. The 
examiner can normally be reached on Tuesday-Friday from 8:30 AM - 5:00 PM. The examiner 
can also be reached on alternate Mondays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
W. Gary Jones, can be reached at (703) 308-1 152. 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the Technology Center receptionist whose telephone number is (703) 308-0196, 



Scott Houtteman 
March 20, 2000 




SCOTT W. HOUTTEMAN 
PRIMARY EXAMINER 
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NOTICE TO COMPLY WITH REQUIREMENTS FOR PATENT APPLICATIONS CONTAINING 
NUCLEOTIDE SEQUENCE AND/OR AMINO ACID SEQUENCE DISCLOSURES 

The nucleotide and/or amino acid sequence disclosure contained in this application does not 
comply with the requirements for such a disclosure as set forth in 37 C.F.R. 1.821 - 1.825 for the 
following reason(s): 

1. This application clearly falls to comply with the requirements of 37 C.F.R. 1 .821-1 .825. Applicant's 
attention Is directed to these regulations, published at 1 1 14 OG 29, May 15, 1990 and at 55 FR 
18230, May 1,1990. 

□ 2. This application does not contain, as a separate part of the disclosure on paper cody a 'Spnimri™ 
Listing- as required by 37 C.F.R. 1 .821(c). oequence 

□ 3. A copy of the "Sequence Usting" in computer readable form has not been submitted as required by 
37 C.F.R. 1 .821 (e) . 

□ 4. A copy of the 'Sequence Usting" in computer readable form has been submitted. However the 
content of the computer readable form does not comply with the requirements of 37 CF.r/i 822 
and/or 1 .823, as Indicated on the attached copy of the marked -up "Raw Sequence Listing." 

' [""J S. The computer readable form that has been filed with this application has been found to be damaged 
L-l and/or unreadable as Indicated on the attached CRF Diskette Problem Report. A Substitute 
computer readable form must be submitted as required by 37 C.F.R. 1 .825(d). 

□ 6. The paper copy of the "Sequence Usting" is not the same as the computer readable from of the 
"Sequence Usting" as required by 37 C.F.R. 1 .821 (e). 

0 7. Omen Applicant should follow the format of the attached sample statement to request that the CRF filed 
to the parent application be used to create a CRF in this application. 

Applicant Must Provide: 

Q An Jnjfial or substitute computer readable form (CRF) copy of the "Sequence Listing". 

□ An Inftjal or substitute paper copy of the "Sequence Listing", as well as an amendment directing Its entry 
into the specification. 

f~l A statement that the content of the paper and computer readable copies are the same and, where 
L- 1 applicable. Include no new matter, as required by 37 C.F.R. 1 .821 (e) or 1 .821 (0 or 1 821 (a) or 
1.825(b) or 1.825(d). 

For questions regarding compliance to these requirements, please contact: 
For Rules Interpretation, call (703) 308-4216 
For CRF Submission Help, call (703) 308-4212 
For Patentln software help, call (703) 308-6866 

PLEASE RETURN A COPY OF THIS NOTICE WITH YOUR RESPONSE 




Sample Statement 

o A -pi ^ Request f Ore Computer Rea Hahle orn from Another AdpI i \ nn 

The following paragraph, or language having the same effect, 
can be used to invoke the procedures of 3 7 CFR section 
1 821(e) in which an identical computer readable form from 
another application is used in a given application. The 
paragraph should be incorporated into a separate paper to be 
submitted in the given application: 

The computer readable form in this application, 
08/100,000, is identical with that filed in 
Application Number 07/999,999, filed March 1, 1988. 
In accordance with 37 CFR 1.821(e), please use the 
(first-filed, last-filed or only, whichever is 
applicable] computer readable form filed in that 
application as the computer readable form for the 
instant application. It is understood that the 
Patent and Trademark Office will make the necessary 
change in application number and filing date for 
the computer readable form that will be used for 
the instant application. A. paper copy of the 
Sequence Listing is [included in the originally- 
filed specification of the instant application, 
included in a separately filed preliminary 
amendment for incorporation into the specification, 
whichever is applicable] . 



